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DETAILED ACTION 
Drawings 

1. New corrected drawings in compliance with 37 CFR 1.121(d) are required in this 
application (see attached PTO-948). Applicant is advised to employ the services of a 
competent patent draftsperson outside the Office, as the U.S. Patent and Trademark 
Office no longer prepares new drawings. The corrected drawings are required in reply to 
the Office action to avoid abandonment of the application. The requirement for 
corrected drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 7-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

4. Claims 7 and 14 recite the limitation "the packet call controller" in line 3 of claim 7 
and line 4 of claim 14. There is insufficient antecedent basis for this limitation in the 
claim. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-10, 16-21 are rejected under 35 U.S.C. 102(e) as being anticipated by 
BOS et al (US 2004/0008669 A1 ). 

Regarding claim 1 , BOS discloses a method of transferring a packet switched 
call, the packet switched call being between a mobile station and an end point 
(abstract), the method comprising: establishing a bearer path if a call transfer request 
associated with the mobile station is received (abstract; paragraph 7-10, 52-54; call 
transfer request is initiated by the network or mobile user). 

Regarding claim 2, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. BOS further discloses wherein the call transfer 
request is a call request including an identifier provided by the mobile station that 
identifies the call request as a call transfer request (paragraph 52-54; invitation is sent 
after obtaining number using SIP REFER). 

Regarding claim 3, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. BOS further discloses wherein the identifier is a 
public identifier provided for use by mobile stations to request call transfer of an ongoing 
packet switched call (paragraph 52-54; invitation is sent after obtaining number using 
SIP REFER). 

Regarding claim 4, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. BOS further discloses wherein the identifier is a 
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unique identifier associated with the mobile station for use in requesting call transfer of 
an ongoing packet switched call (paragraph 52-54; invitation is sent after obtaining 
number using SIP REFER). 

Regarding claim 5, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. BOS further discloses wherein the unique 
identifier is a public telecommunication number assigned to the mobile station for use in 
the second network (paragraph 52-54; MSISDN number). 

Regarding claim 6, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. BOS further discloses wherein the call request is a 
SIP INVITE request (paragraph 52, 74; invitation is sent to the gateway using SIP 
protocol after SIP REFER message). 

Regarding claim 7, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. BOS further discloses wherein the establishing 
step comprises: sending a call control request to the end point requesting agreement to 
transition the packet call controller from a call control agent for a first call control path 
from the first network to the end point to a call control agent for a second call control 
path from the second network to the end point (paragraph 65, 82; server 2 instructs 
terminating unit that all data should be sent to gateway 7). 

Regarding claim 8, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. BOS further discloses wherein the establishing 
step further comprises: setting up the bearer path at the packet call controller as the call 
control agent for the second call control path (paragraph 65, 82). 
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Regarding claim 9, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. BOS further discloses wherein the control request 
is a SIP re-INVITE request (paragraph 82). 

Regarding claim 10, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. BOS further discloses wherein the call transfer 
request is a SIP INVITE request (paragraph 52, 74; invitation is sent to the gateway 
using SIP protocol after SIP REFER message). 

Regarding claim 16, BOS discloses a method of transferring a packet switched 
call carried over a first network to a circuit switched call carried over a second network 
(abstract), comprising: sending a call transfer request associated with a mobile station 
involved in the packet switched call if a call origination request for a circuit switched call 
is received (abstract; paragraph 7-10, 52-54; call transfer request is initiated by the 
network or mobile user). 

Regarding claim 17, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. BOS further discloses wherein the call transfer 
request is a call request including an identifier provided by the mobile station that 
identifies the call request as a call transfer request (paragraph 52-54; invitation is sent 
after obtaining number using SIP REFER). 

Regarding claim 18, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. BOS further discloses wherein the identifier is a 
public identifier provided for use by mobile stations to request call transfer of an ongoing 
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packet switched call (paragraph 52-54; invitation is sent after obtaining number using 
SIP REFER). 

Regarding claim 19, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. BOS further discloses wherein the identifier is a 
unique identifier associated with the mobile station for use in requesting call transfer of 
an ongoing packet switched call (paragraph 52-54; invitation is sent after obtaining 
number using SIP REFER). 

Regarding claim 20, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. BOS further discloses wherein the unique 
identifier is a public telecommunication number assigned to the mobile station for use in 
the second network (paragraph 52-54; MSISDN number). 

Regarding claim 21, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. BOS further discloses wherein the call request is a 
SIP INVITE request (paragraph 52, 74; invitation is sent to the gateway using SIP 
protocol after SIP REFER message). 

Claim Rejections - 35 USC § 103 


7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Claims 11-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
BOS et al (US 2004/0008669 A1) in view of KALLIO et al (US 2004/0190498 A1). 

Regarding claim 1 1 , see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. BOS further discloses wherein the establishing 
step comprises: receiving a SIP INVITE request (paragraph 52-54, 65, 82); determining 
whether the SIP INVITE request requests transfer of the packet switched call on the first 
network to a circuit switched call on the second network (paragraph 52-54, 65, 82); and 
setting up the bearer path between the end point and the second network when the 
determining step determines that the SIP INVITE request does request transfer 
(paragraph 52-54, 65, 82). However, BOS does not expressly disclose wherein the SIP 
INVITE includes a request URI; and wherein the determination is based on the request 
URI. KALLIO discloses wherein the SIP INVITE includes a request URI; and wherein 
the determination is based on the request URI (paragraph 50-52). Therefore it would 
have been obvious to a person of ordinary skill in the art at the time the invention was 
made to modify BOS to include a request URI within the SIP INVITE, as taught by 
KALLIO, as both systems relate to the transferring of packet based communication to 
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circuit based communication. This is beneficial in that as the URI can be used to 
determine all participants of the call. 

Regarding claim 12, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. However, BOS does not expressly disclose 
wherein the determining step determines that the SIP INVITE request does request 
transfer when the Request URI is a public identifier provided for use by mobile stations 
to request call transfer of an ongoing packet switched call. KALLIO discloses wherein 
the determining step determines that the SIP INVITE request does request transfer 
when the Request URI is a public identifier provided for use by mobile stations to 
request call transfer of an ongoing packet switched call (paragraph 50-52). Therefore it 
would have been obvious to a person of ordinary skill in the art at the time the invention 
was made to modify BOS to include a request URI within the SIP INVITE, as taught by 
KALLIO, as both systems relate to the transferring of packet based communication to 
circuit based communication. This is beneficial in that as the URI can be used to . 
determine all participants of the call. 

Regarding claim 13, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. However, BOS does not expressly disclose 
wherein the determining step determines that the SIP INVITE request does request 
transfer when the Request URI is a unique identifier associated with the mobile station 
for use in requesting call transfer of an ongoing packet switched call. KALLIO discloses 
wherein the determining step determines that the SIP INVITE request does request 
transfer when the Request URI is a unique identifier associated with the mobile station 
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for use in requesting call transfer of an ongoing packet switched call (paragraph 50-52). 
Therefore it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to modify BOS to include a request URI within the SIP INVITE, 
as taught by KALLIO, as both systems relate to the transferring of packet based 
communication to circuit based communication. This is beneficial in that as the URI can 
be used to determine all participants of the call. 

Regarding claim 14, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. BOS further discloses wherein the establishing 
step further comprises: sending a SIP re-INVITE request to the end point requesting 
agreement to transition the packet call controller from a call control agent for a first call 
control path from the first network to the end point to a call control agent for a second 
call control path from the second network to the end point (paragraph 65, 82); and 
wherein the setting up step is performed by the packet call controller as the call control 
agent for the second call control path (paragraph 65, 82). 

Regarding claim 15, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. BOS further discloses further comprising: serving 
as a proxy for the packet switched call prior to the receiving step (paragraph 50, 64; P- 
CSCF); accumulating information regarding the packet switched call while serving as 
the proxy (paragraph 52-54, 65; detection of a continuation problem inherently requires 
accumulating information regarding the packet switched call); and wherein the 
determining step determines that the SIP INVITE request does request transfer based 
on at least the accumulated information (paragraph 52-54). However, BOS does not 
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expressly disclose wherein the URI is used for determination of transfer request. 
KALLIO discloses wherein the URI is used for determination of transfer request 
(paragraph 50-52). Therefore it would have been obvious to a person of ordinary skill in 
the art at the time the invention was made to modify BOS to include a request URI 
within the SIP INVITE, as taught by KALLIO, as both systems relate to the transferring 
of packet based communication to circuit based communication. This is beneficial in 
that as the URI can be used to determine all participants of the call. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

EJZAK (EP 1 182900 A1) - Handover of wireless calls between systems 

supporting circuit and packet call models 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ariel Balaoing whose telephone number is (571) 272- 
7317. The examiner can normally be reached on Monday-Friday from 8:00 AM to 4:30 
AM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Trost can be reached on (571) 272-7872. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 


Ariel Balaoing 
Art Unit 2683 
Patent Examiner 



